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DETAILED ACTION 
Claim Objections 

1 . Claims 26 and 30 are objected to because of tine following informalities: Claims 
26 and 30 are directed to a method and not the system. For examination purposes, the 
examiner will interpret that claims as being directed to the system. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claim 24 is rejected under 35 U.S.C. 102(b) as being anticipated by Kaufman 
(U.S. Patent 4,721,104). 

Kaufman discloses a device comprising an instrument, an augment (5), and a 
femoral resection guide (60). The instrument includes a positioning member (61) 
defining a femur facing side and a tibia facing side. The positioning member includes a 
first coupler (65) and a connector member comprising a first mating feature (a bore 
receiving or created by screw 62 column 5 lines 1-7). The augment includes a second 
coupler (92) that cooperates with the first coupler to fix the augment to the positioning 
member. The femoral resection guide includes a second mating feature (62) that mates 
with the first mating feature. 
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4. Claim 24 is rejected under 35 U.S.C. 102(b) as being anticipated by LaSalle 
(U.S. Patent 5,976,147). 

LaSalle discloses a device comprising an instrument, an augment (20), and a 
resection guide (12) capable of being used on a femur. The instrument includes a 
positioning member (18) including a first coupler (90) and a connector member (16) 
including a first mating feature (60). The augment includes a second coupler (124) that 
cooperates with the first coupled to fix the augment to the positioning member. The 
resection guide includes a second mating feature (58) that mates with the first mating 
feature. 

5. Claims 28 and 32 are rejected under 35 U.S.C. 102(b) as being anticipated by 
LaSalle (U.S. Patent 5,976,147) as a second interpretation different from the 
interpretation discussed above. 

LaSalle discloses a device comprising an instrument (12 and 18), an augment 
(20), and an intramedullary pin (16). The instrument includes a positioning member (18) 
that defines a femur facing side and a tibia facing side, wherein the instrument includes 
a first coupler (90), a guide slot (58) that receives the intramedullary pin, and a handle 
extending from the positioning member (column 6 lines 33-36). The augment includes a 
second coupler (124) that cooperates with the first coupler to fix the augment to the 
positioning member. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kaufman (U.S. Patent 4,721,104). 

Kaufman discloses the invention as claimed except for the first coupler being a 
bore and the second coupler being a pin received within the bore. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide the device of Kaufman wherein the first coupler is a bore and the second 
coupler is a pin received within the bore, since it has been held that a mere reversal of 
the essential working parts of a device involves only routine skill in the art. In re 
Einstein, 8 USPQ 167. 

8. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kaufman (U.S. Patent 4,721 ,104) in view of Vito (U.S. Patent 5,931 ,838). 

Kaufman discloses the invention as claimed except for the first coupler including 
a bore and the second coupler being a pin received within the bore and the bore 
defining an internal groove receiving an o-ring that engages the pin. Vito teaches a 
device comprising a first coupler (27) defining an internal groove (28) that includes a 
resilient o-ring (30) and a second coupler (40) that engages the o-ring in order to lock 
the two elements together. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to provide the device of Kaufman wherein the 
first coupler is a bore and the second coupler is a pin received within the bore, since it 
has been held that a mere reversal of the essential working parts of a device involves 
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only routine sl<ill in tlie art. In re Einstein, 8 USPQ 167. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
device of Kaufman wherein the first coupler further includes an internal groove receiving 
a resilient o-ring that engages the second coupler in view of Vito in order to lock the two 
elements together. 

9. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over LaSalle 
(U.S. Patent 5,976,147) as the first interpretation discussed above. 

LaSalle discloses the invention as claimed except for the first coupler being a 
bore and the second coupler being a pin received within the bore. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide the device of LaSalle wherein the first coupler is a bore and the second coupler 
is a pin received within the bore, since it has been held that a mere reversal of the 
essential working parts of a device involves only routine skill in the art. In re Einstein, 8 
USPQ 167. 

10. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over LaSalle (U.S. Patent 5,976,147) as the first interpretation discussed above in view 
of Vito (U.S. Patent 5,931 ,838). 

LaSalle discloses the invention as claimed except for the first coupler including a 
bore and the second coupler being a pin received within the bore and the bore defining 
an internal groove receiving an o-ring that engages the pin. Vito teaches a device 
comprising a first coupler (27) defining an internal groove (28) that includes a resilient o- 
ring (30) and a second coupler (40) that engages the o-ring in order to lock the two 
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elements together. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide the device of LaSalle wherein the first 
coupler is a bore and the second coupler is a pin received within the bore, since it has 
been held that a mere reversal of the essential working parts of a device involves only 
routine skill in the art. In re Einstein, 8 USPQ 167. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the device 
of LaSalle wherein the first coupler further includes an internal groove receiving a 
resilient o-ring that engages the second coupler in view of Vito in order to lock the two 
elements together. 

1 1 . Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over LaSalle 
(U.S. Patent 5,976,147) as the second interpretation discussed above. 

LaSalle discloses the invention as claimed except for the first coupler being a 
bore and the second coupler being a pin received within the bore. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide the device of LaSalle wherein the first coupler is a bore and the second coupler 
is a pin received within the bore, since it has been held that a mere reversal of the 
essential working parts of a device involves only routine skill in the art. In re Einstein, 8 
USPQ 167. 

12. Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over LaSalle (U.S. Patent 5,976,147) as the second interpretation discussed above in 
view of Vito (U.S. Patent 5,931 ,838). 
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LaSalle discloses tlie invention as claimed except for the first coupler including a 
bore and the second coupler being a pin received within the bore and the bore defining 
an internal groove receiving an o-ring that engages the pin. Vito teaches a device 
comprising a first coupler (27) defining an internal groove (28) that includes a resilient o- 
ring (30) and a second coupler (40) that engages the o-ring in order to lock the two 
elements together. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide the device of LaSalle wherein the first 
coupler is a bore and the second coupler is a pin received within the bore, since it has 
been held that a mere reversal of the essential working parts of a device involves only 
routine skill in the art. In re Einstein, 8 USPQ 167. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the device 
of LaSalle wherein the first coupler further includes an internal groove receiving a 
resilient o-ring that engages the second coupler in view of Vito in order to lock the two 
elements together. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examiner felt were relevant 

to the application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is (571)272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 



Application/Control Number: 10/748,449 Page 8 

Art Unit: 3733 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nicholas Woodall/ 
Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 
/Frederick R Schmidt/ 
Director, Technology Center 



